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REMARKS 

Applicant respectfully requests reconsideration of the application. 
Claims 1-23 are rejected under 35 U.S.C. 112, first paragraph, for failure to comply with 
the enablement requirement. 

Claims M3, 19, 21, 22 and 24-26 are rejected under 35 U.S.C. 1 12, second paragraph, as 
being indefinite. 

Claims 1-9, 1 1-14, 16-20, 23, 27-3 1 are rejected under 35 U.S.C. 102(e) as being 
anticipated by US Pub. No. 2004/0036574 to Bostrom ("Bostrom"). 

Claims 10 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Bostrom in view of US Pub. No. 2003/0126121 to Khan ("Khan"). 

Claim 1 

Enablement 

Li the enablement rejection of claim 1, the Office contends that the specification does not 
provide an enabling description of ''how to determine a substantial match between a first result, 
for example a facial profile, with a second result, for example a fingerprint." Claim 1 does not 
recite a processor mat determines a substantial match between a first result and a second result. 
Rather, the claimed processor determines a substantial match between "any result in the first set 
of results or the second set of results," on the one hand, and ^either the first or second biometric 
search templates associated with the probe candidate" on the other. 

Since the enablement rejection applies to an alleged claim element that is not present in 
claim 1, the rejection should be wididrawn. 

The embodiment described at paragraphs 80-89 and illustrated in Fig. 3 is an example of 
a system having a processor that determines whether mere is a substantial match between a result 
in a first or second set of results (e.g., one to many facial search results or one to few fingerprint 
search results) and either first or second biometric search templates associated with a probe 
candidate (e.g., the facial and fingerprint templates that form pari of the probe candidate). Thus, 
the specification does provide an enabling description of this aspect of claim 1 . 
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Definiteness 

The Office claims that claim 1 is indefinite "because the relationship of the image to the 
template of the first type and the relationship of the image to the template of the second type is 
difficult to determine." The claim does not require a speei fie relationship between the image 
and the templates of the first and second type. The image may be used to generate one of the 
templates (e.g., a fecial or fingerprint image), or the image may be separate from the templates. 
In the latter case, the templates may be used to find data records that include images that 9 upon 
retrieval, can be compared with an image of a given probe candidate. 

The Oflfice further indicated that the relationship between the first database and the 
database is difficult to determine. While Applicant believes that the claim terms "a first 
database" and 'the database" clearly both refer to the same database, Applicant has updated the 
claim to clarify this relationship. 

Rejection over Bostrom 

Bostrom teaches a system that searches face and fingeiprint data separately to determine 
whether to grant access to person. However, the face and fingerprint searches are completely 
independent, and therefore, Bostrom does not teach: therein the first set of results is used to 
direct the search of the second biometric search engine" as recited in amended claim 1. 

Dependent Claims 

Dependent claims 2-13 are enabled and definite for The same reasons as claim 1. 
Dependent claims 2-9 and 1 1-13 are patentable over Bostrom for the same reasons as claim 1, 
and include additional elements thai funher distinguish them from Bostrom. For example, 
Bostrom fiiils to teach or suggest: "direct the second biometric search engine to search the first 
set of results using the second biometric template" as recited in claim 3. 

Dependent claim 10 stands rejected over a combination of Bostrom and KahrL The 
combined teachings of Bostrum and Katin fail to disclose the elements of claim 1, and therefore, 
fail to render dependent claim 10 obvious. 
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Claim 14 

Enablement 

The Office contends that the specification does not provide an enabling disclosure of 
claim 14, and in particular, it alleges that the specification does not provide a description of how 
the image of an individual corresponds to a probe data set. First, the claim does not necessarily 
require a correspondence between the probe data and an image of an individual. For example, 
the first and second biometric templates may be biometrics other than facial or fingerprint image 
information. The specification clearly teaches example systems that return images of an 
individual in the results sets. See Fig. 3 and accompanying text at paragraphs 80-89. These 
results can then be compared with an image provided of the individual as claimed. Second, even 
though claim 14 may not require it, the specification provides specific examples where the probe 
data set comprises biometrics (e.g., facial and fingerprint images) that correspond to images of 
the individual. Therefore, the claim is enabling. 
Rejection over Bostrom 

Bostrom fails to disclose "searching the first predetermined portion of the first results set 
using the second biometric template to retrieve a second results set" in combination with the 
Other elements of claim 14. Moreover, the Office Action did not specifically apply the elements 
of claim 14 to Bostrom. Claim 14 differs from claim 1; thus the Office's application of claim 1 
to Bostrom is not sufficient to show that Bostrom teaches every element of claim 14. 

Dependent Claims 15-16 

Dependent claims 15-16 are patentable over the cited art for the same reasons as claim 
14. With respect to claim 15, Khan does not teach the elements of claim 14 that are missing 
from Bostrom. Therefore, the combination of Khan and Bostrom fail to render claim 15 obvious. 

Claim 17 

Enablement 

The enablement rejection of claim 17 appears simile to the one applied to claim 14. 
Claim 17 does not necessarily require a correspondence belween the probe data and an image of 
an individual. For example, the probe data can be used to find database records that match the 
probe data, and further include an image that matches an image of the individual. Nevertheless. 
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the specification teaches embodiments where images of the individual's face and fingerprint are 
used to create probe data as claimed. Therefore, the specification clearly teaches the skilled 
artisan how to practice the invention. 
Rejection over Bostrom 

Bostrum fails to teach or suggest: "selecting a first predetermined portion of the results 
set to be a refined probe data set" in combination with the other elements of claim 17. 

Dependent Claims 18-23 

Dependent claims 18-23 are patentable for the same reasons as claim 17, and further 
include additional elements that distinguish them over the cited art. 

Claim 21 

Definiteness 

The Office contends that the following claim terras are unclean 1 . any additional data; 
2. respective member of the results set, and 3. substantial match to any of the additional data. 

First, claim 21 specifically refers to "any of the additional data". The term "additional 
data is clearly set forth in claim 20 from which claim 21 depends. 

Second, claim 21 specifically refers to "that respective member of the results set," which 
clearly refers back to the member in the result set in the phrase, "for each member of the r^,. it 
set." 

Third, the phrase "substantial match to any of the additional data in the initial probe data 
set" refers back to the data record of additional data of claim 20 from which claim 21 depends. 
This phrase indicates that the initial probe data set includes a data record of additional data as 
defined in claim 20. 

The specification provides an example where an individual's demographic data is used to 
help find a match to augment searching based on biometric templates. The specification 
describes databases that include both searchable biometric templates and demographic data. 
This demographic data is simply one example of the additional data recited in claims 20 and 21. 

In summary, Applicant submits that claim 21 is definite to one of ordinary skill in the art 
in view of the teachings of the specification. 
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Claim 22 

Definiteness 

The Office contends that claim 22 is indefinite because of the phrase "before the stop 
condition is reached" (phrase A) and because of the phrase; "information that is substantially 
similar to information contained in other records in the database but which is not necessarily 
similar to information associated with the individual" (Phrase B). 

Stop condition in Phrase A refers to a condition thai detennines when the process of 
elements (g) to (j) stops repeating. "Before the stop condition" refers to claimed processing that 
occurred prior to the stop condition. 

Phrase B is simply referring to information that is similar among records in the database, 
yet not necessarily similar with information associated wiih the individual associated with the 
initial probe data set as described in claim 1 7 from which claim 22 depends. 

Claim 24 and 26 

Definiteness 

The stop condition is clearly defined in these claims as a condition at which certain 
process steps stop repeating. Therefore, "before the stop condition" refers to claimed processing 
that occurred prior to the stop condition. 

Claim 25 

Claim 25 is patentable for the same reasons as claim 24. 
Claim 27 

Rejection over Bostrom 

Bostrom fails to teach or suggest: "receiving a first results set from the search of the 
database, the results set comprising, for each substantial match to the non-biometric data record, 
a results set data record comprising a corresponding image and biometric template; 

selecting at least one results set data record to use as a second probe set" in combination 
with the elements of claim 27. 
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Claim 28 

Rejection over Bostrom 

Bostrom fails to teach or suggest: "analyzing the results of the first and second searches 
to detemiine whether any resulting matches indicate that .he individual either is attempting to 
fraudulently obtain an identification document or has attempted to fraudulently obtain an 
identification document in the past" in combination with the elements of claim 28. 

Claims 29-31 

Claims 29-31 are patentable over the cited art for the same reasons as claim 28, and 
include additional elements that further distinguish them over the cited art. 

For the foregoing reasons, the specification enables the claims, the claims are definite, 
and the claims are patentable over the cited art. 
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